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DECI SI ON ON APPEAL
In this appeal under 35 U S.C. §8 134 fromthe fina
rejection of clains 1-59, all of the pending clains, we reverse.
BACKGROUND

Procedural posture of the appeal

Appel |l ants are under an order to show cause (Paper No. 31)
why their appeal should not be dismssed for failure to file a
timely reply to an order for conpliance with 37 CFR 8§ 1.192(c) (1)
and (c)(2) (Paper No. 29). Paragraphs (c)(1) and (c)(2) require
appel lants to identify the real party-in-interest and any rel ated
proceedi ngs, respectively. The appeal brief was filed shortly

after the effective date of these paragraphs.

' Filed 25 May 1993, clainming the benefit of application
no. 07/445,994, filed 4 Decenber 1989 (Paper No. 11).
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It appears fromthe record that Conpaqg Corporation is the
real party-in-interest. E.qg., Paper No. 32, Resp. to Oder,
at 2. Rather than delay this appeal over formal requirenents,
the formal requirenents of paragraphs (c)(1) and (c)(2) have been
wai ved in this appeal.? Note that waiver of the forma
requi renents of paragraphs (c)(1) and (c)(2) does not relieve
Appel lants or their real party-in-interest of any obligation to
provide information material to the prosecution of the underlying
application, potentially including informtion about the real
party-in-interest and rel ated proceedings. 37 CFR 8 1.56; see
Refac Int'l, Ltd. v. Lotus Dev. Corp., 81 F.3d 1576, 1581

38 USPQ2d 1665, 1669 (Fed. Cr. 1996) (Fact that declarants were

former enpl oyees of assignee was material); In re Berg, 140 F. 3d

1428, 1435 nn.7&8, 46 USPQ@d 1226, 1231 nn.7&8 (Fed. G r. 1998)
(Failure to report rel ated proceedi ng was m sl eadi ng) .

Decision on the nerits

The invention is directed to a conputer systemthat
transmts portions of a wite data block with a presel ected
nunber of intervening bus cycles during which a read command is

transm tted.

2 The Chief Administrative Patent Judge is a nmenber of this

panel and is authorized to waive appellate rules. 37 CFR
§ 1.183; U. S. Patent and Trademark O fice, Manual of Patent
Exam ni ng Procedure 8 1002.02(f) (February 2000).
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The exam ner has rejected (Paper No. 20 (Ex. Ans.) at 3) all
pending claims under 35 U.S.C. § 102(e)*® as anticipated by
Gagliardo et al., U S Patent No. 5,043,874 (27 Aug. 1991) (filed
3 Feb. 1989) ("Gagliardo").

Appel | ants have ei ghteen independent clains. The exam ner
has rejected all of the independent clains as a single group
(Paper No. 20 at 3-4). Appellants state that their clains stand
or fall together (Paper 19 (App. Br.) at 3). Appellants only
argue the limtations of claim1l (reproduced in the Appendi x),
even though the ot her independent clains have different scopes.
In particular, claimb53 (reproduced in the Appendi x) is broader
than claim1l with respect to the contested |imtation.

DI SCUSSI ON

Clai mconstruction

The starting point for any patentability analysis is the

construction of the claim See Key Pharm Inc. v. Hercon Labs.,

161 F.3d 709, 713, 48 USPQ2d 1911, 1915 (Fed. G r. 1998)
(observing that determning validity first requires claim
construction). However, "only those terns need be construed that
are in controversy, and only to the extent necessary to resolve

the controversy.” Vivid Tech., Inc. v. Anerican Sci. & Eng'aqg.

|nc., 200 F.3d 795, 803, 53 USPQ2d 1289, 1294 (Fed. Gr. 1999).

Appellants rely on the followwng limtations in claim1:

® The examiner has withdrawn a second rejection under

35 US. C 8 112 of claim9 (sonetines identified as claim 10)
(Paper No. 20 at 2, 1 4).
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1. A nmethod for interleaving a read operation and a
wite operation on a bus having a bus cycle tine in a
conmputer systemincluding the bus and a first device,
t he nethod conprising the steps of:

a) operating the first device to transmt a portion
of a wite data block on the bus during a first
period, the first period including at |east one
bus cycle tineg;

b) operating the first device to pause for a
presel ected nunber of bus cycle tines;

C) operating the first device to transmt a read
command on the bus during the presel ected nunber
of bus cycle tinmes pause; and

d) operating the first device to transmt a further
portion of the wite data block on the bus during
a second period, the second time period including
at | east one bus cycle tine.

During proceedings in the United States Patent and Trademark
O fice, clains are given their broadest reasonable construction

in light of the specification. E.g., In re Sneed, 710 F.2d 1544,

1548, 218 USPQ 385, 388 (Fed. Cir. 1983). The broadest
reasonable interpretation of these limtations in claim1 is that
part of a wite data block is transmtted, then the wite
operation is paused for a presel ected nunber of bus cycles during
which a read conmand is transmtted, and then the wite operation
is conpl eted.

Cl ai m 53 does not have the read-during-wite-pause
limtation. |Instead, claim53 sinply requires that the data
bl ock be transmtted in bursts wth a presel ected nunber of bus

cycles in between.
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Ant i ci pation

Anticipation is established only when a single prior art
reference di scloses, either expressly or under the principles of
i nherency, each and every elenent of the clainmed invention. |In
re Spada, 911 F.2d 705, 707, 15 USPQ2d 1655, 1657 (Fed. Cr.
1990). Gagliardo does not teach interleaving a read command
during a pause in a wite operation. The exam ner relies on
Gagliardo's wite-read data operation (20:42-21:18), but in that
exanpl e, the read operation does not occur until after the wite
operation is conpleted. The exam ner does not point to a
teaching that the read command is transmtted during a pause in
the wite operation. Gagliardo does teach buffering nenory
commands while a nenory segnent is busy (8:12-28), but the
exam ner has not pointed out a teaching that any of these
buf fered commands are transmtted or that this transm ssion would

happen within a predeterm ned nunber of bus cycles.

Nei t her the exam ner nor Appellants have addressed cl aim53
with any specificity. Caimb53 requires that a data bl ock be
transmtted for storage in a plurality of bursts with a
presel ected nunber of bus cycl es between each burst. The
exam ner has not explained how the portion of Gagliardo that she
relies on (20:42-64) teaches the wite operation occurring over a
plurality of bus cycles with interruptions |asting presel ected

nunbers of bus cycl es.
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For the foregoing reasons, we find that the exam ner has not

established anticipation on the record before us.

CC:

DECI SI ON

The rejection of all clains on appeal

REVERSED

BRUCE H STONER, JR
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APPENDI X

1. A nmethod for interleaving a read operation and a wite
operation on a bus having a bus cycle tine in a conputer
systemincluding the bus and a first device, the nethod
conprising the steps of:

a)

b)

d)

operating the first device to transmt a
portion of a wite data block on the bus
during a first period, the first period
i ncluding at | east one bus cycle ting;

operating the first device to pause for a
presel ected nunber of bus cycle tines;

operating the first device to transmt a read
command on the bus during the presel ected
nunber of bus cycle tines pause; and

operating the first device to transmt a
further portion of the wite data bl ock on

t he bus during a second period, the second
time period including at | east one bus cycle
tinme.

(Paper No. 6 (19 Oct. 1992 Andt.) at 2 and 3.)

53. A nenory nodul e conpri si ng:

(a)

(b)

(c)

a random access nenory devi ce having inputs
and out puts;

a control |ogic device having inputs and outputs,
the inputs coupled to a bus having a bus cycle
time, the outputs being coupled to the random
access nenory device; [and]

the control |ogic device providing outputs to the
random access nmenory devi ce causing the random
access nenory device to store a block of data
transmitted on the bus in a plurality of data
bursts interspaced by a presel ected nunber of bus
cycle tines.

(Paper No. 5 (Subst. Spec.) at 53.)



